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Qpi ni on by Seeherman, Adm nistrative Tradenmark Judge:

PageMart Wreless, Inc. has appealed fromthe final
refusal of the Trademark Exam ning Attorney to register
KEEPI NG YOU IN TOUCH as a mark for “data and voice
communi cati on services, nanely, providing pagi ng and voi ce
nmessagi ng services.”EI Regi strati on has been refused

pursuant to Section 2(d) of the Trademark Act, 15 U S. C

! Application Serial No. 75/404, 110, filed Decenber 11, 1997 and
asserting a bona fide intention to use the mark in comerce.
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1052(d), on the ground that applicant’s mark so resenbl es
the mark KEEPI NG YOU CONNECTED, previously registered for,
inter alia, “tel ecommunications services, nanely |ocal and
| ong di stance tel ephone conmuni cati ons services, voice nai
nessage services, caller identification services, and
pagi ng services,”EI that, if used in connection with
applicant’s identified services, it is likely to cause
confusion or m stake or to deceive.

Appl i cant and the Exam ning Attorney have filed
briefs; an oral hearing was not requested.

Prelimnarily, we nust discuss an evidentiary natter.
Wth its appeal brief applicant has submtted printouts
taken fromthe U S. Patent and Trademark O fice website of
certain third-party applications and registrations. The
Exam ning Attorney has objected to these docunents, stating
that their subm ssion is untinely. The Exam ning Attorney
al so points out that when applicant tinmely submtted,
during the prosecution of the application, a listing of
just the registration or application serial nunbers and
mar ks, the Exam ning Attorney advised applicant that such a
listing was insufficient to nmake the
regi strations/applications of record. The Exam ning

Attorney is correct as to both of these points. However,

2 Regi stration No. 1,958,279, issued February 27, 1996.
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we note that in its response to the first Ofice action
applicant submtted a listing of registration/application
serial numbers and marks, and the Exam ning Attorney nade
no objection at that tinme. Instead, in the second Ofice
action, the Exam ning Attorney nerely stated that third-
party registrations are entitled to little weight on the

i ssue of |ikelihood of confusion. By treating the
registrations and applications listed in applicant’s first
response to be of record, the Exam ning Attorney has wai ved
any objections to their consideration. Further, although
the actual copies of the docunments were untinely filed,
because they essentially elaborate the listings, we have
consi dered themas well.

In determ ning whether there is a |likelihood of
confusi on between two marks, we nust consider all relevant
factors as set forth inIn re E. 1. du Pont de Nenours &
Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973). In any
| i kel i hood of confusion analysis under Section 2(d), two of
the nost inportant considerations are the simlarities or
dissimlarities between the marks and the simlarities or
dissimlarities between the goods or services. Federated
Foods, Inc. v. Fort Howard Paper Co., 544 F.2d 1098, 192

USPQ 24, 29 (CCPA 1976).
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Turning first to the services, we find that
applicant’s services are identical to certain of the
services recited in the cited registration. Specifically,
both the application and the registration are for paging
services and voi ce nessagi ng services. As such, we nust
deemthemto be offered in the same channels of trade to
t he same cl asses of consumers. See In re El baum 211 USPQ
639 (TTAB 1981).

We turn next to a consideration of the marks, keeping
in mnd the well-established principle that when nmarks
appear on identical goods or services, the degree of
simlarity necessary to support a conclusion of likely
confusion declines. Century 21 Real Estate Corp. v.
Century Life of America, 970 F.2d 874, 23 USPQ2d 1698, 1700
(Fed. Gr. 1992).

Al t hough applicant recogni zes that marks nust be
conpared in their entireties, it asks us to give little
wei ght to the fact that both of the marks invol ved herein
begin wth the words KEEPI NG YOU, and to focus on the third
word in each mark to reach a conclusion that they are not
likely to cause confusion. Applicant asserts that KEEPI NG
YOU is a weak term whi ch has been used in many narKks.
However, a closer exam nation of the third-party

regi strations on which applicant bases its position reveals
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that they do not support such a conclusion. First, there
are only 13 third-party registrations for KEEPI NG YOU
rrarks,EI and of these, three are for the mark, KEEPI NG YOU I N
STICHES, two are for the mark THREE BAGS FULL KEEPI NG YOU
VWARM | N SAN FRANCI SCO, and two are for KEEPI NG YQU

ORGANI ZED. Thus, in effect, there are only nine third-
party KEEPI NG YOU narks. Moreover, these third-party
registrations are for services or goods which are different
fromthe paging and voi ce nessagi ng services at issue
herein. For exanple, KEEPING YOU GO NG WHEREVER YOU GO i s
for autonobile repair services; KEEPI NG YOU ORGANI ZED i s

for office requisites such as paper files, folders, and
envel opes; KEEPING YOU IN COLOR is for arts and craft

pai nts; THREE BAGS FULL KEEPI NG YOU WARM | N SAN FRANCI SCO
is for sweaters and clothing store services; and KEEPI NG
YOU IN STITCHES relates to sewing. Simlarly, the third-
party registrations for marks contai ning the phrase KEEP I N

(as opposed to KEEPING I N), are for marks and/ or goods or

services which are different fromthose at issue herein.

3 Applicant also submitted third-party applications, but such

applications are evidence of only the fact that the applications
were filed, and cannot be used, as can third-party registrations,
to show that a particular word or phrase has a particul ar
signi fi cance. However, we have treated as third-party

regi strations those applications listed in applicant’s response
to the first O fice action which, according to the copies
submtted by applicant with its brief, have now i ssued as

regi strations.



Ser. No. 75/404, 110

Thus, they do not persuade us that the term KEEPI NG YQU i n
the cited mark should be treated as a weak phrase.

As a result, we cannot agree with applicant that the
I N TOUCH and CONNECTED portions of applicant’s and
registrant’s marks are the dom nant parts of each, nor can
we agree that our decision should be based on the
di fferences between these portions. On the contrary, the
wor ds KEEPI NG YOQU in both marks nmake a strong inpression
because they are the beginning of each mark. Further, it
need hardly be said that as these words are identical the
mar ks share a strong simlarity in appearance and
pronunci ation. Mreover, the fact that the final word is
different is not sufficient to avoid |ikelihood of
confusion. Wen the marks are viewed in their entireties,
they have, in addition to the simlarities in appearance
and pronunciation, a strong simlarity in connotation. In
saying this, we have noted applicant’s argunent that
KEEPI NG YOU CONNECTED neans a steady contact, while KEEPI NG
YOU IN TOUCH inplies intermttent contact. Although there
may be subtle differences in the neanings of the marks when
they are subjected to close analysis, we do not believe
that consuners will undertake such an analysis. As
applicant itself has recognized, the test for |ikelihood of

confusion is not whether the marks can be distingui shed
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when subjected to a side-by-side conparison, and that in
evaluating simlarities between marks the enphasis nust be
on the recollection of the average purchaser who normal |y
retains a general rather than a specific inpression of
trademarks. Applicant’s brief, p. 8.

Applicant asserts that applicant’s services are
purchased only after careful inspection and not on inpul se.
However, it is common know edge that voice nmail and pagi ng
services are purchased by the public at |arge and, as the
Exam ning Attorney points out, they are available on a
nonthly basis and are relatively inexpensive. Even if we
were to assune that consuners did note the differences in
the last words of the marks, in view of their strong
simlarities stenmming fromthe identical beginning words
and their connotation, and in view of the fact that they
are used on identical services, consuners are likely to
believe that the marks are variants of each other, and that
they identify services emanating fromthe sanme source.

Finally, to the extent that there may be any doubt on
the issue of |ikelihood of confusion, we nust resolve such
doubt in favor of the registrant and prior user. See In re
Pneumat i ques, Caoutchouc Manufacture et Plastiques Kleber-
Col ombes, 487 F.2d 918, 179 USPQ 729 (CCPA 1973).

Decision: The refusal of registration is affirned.



